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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Applicants: B. Bhat, et al. 

Serial No.: 10/688,691 (Case No. 20717YCA) 



Filed: October 17, 2003 

For NUCLEOSIDE DERIVATIVES AS 

INHIBITORS OF RNA-DEPENDENT RNA 
VIRAL POLYMERASE 



Art Unit: 
1623 



Examiner: 
L.E. Crane 



Commissioner for Patents 

P.O. Box 1450 
Alexandria, VA 22313-1450 

TiTJiMlNAL DISCI AI^FR UNDER ^7 C F.R. §K321(b) (c) 

Claims 22-27 and 30-3 J are rejected under the judicially created doctrine of 
obyiousness-type double patenting as being unpatentable over claims 1-3 and 13 

of US Patent No. 6,777,395. 

Claims 22, 25, 27, 30, and 31 were cancelled in an Amendment filed February 
17 2006 The Applicant^ submit a Tenninal Disclaimer under 37 CFR 1.321(b) to obviate 
the obviousness-type patenting rejection of remaining claims 23, 24, 26, and 32 subsequent to 
the Amendment filed Februaiy 17, 2006. The Applicants therein have disclaimed the 
terminal part of any patent issuing from the present application which would extend beyond 
the expiration date of the full statutory term of U.S. Patent No. 6,777,395. The terminal 
disclaimer fully complies with 37 CFR 3.73(b). Accordingly, the double patenting rejection 
should be withdrawn. 
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In view of the foregoing, it is respectfully requested that the Examiner allow 
the application to pass to issue. 

The Applicants beUeve that all of the objections and rejections have been 
overcome by amendment and/or argument, and therefore earnestly solicit an early Notice of 
Allowance. 




ily submitted,y^ 



Philippe L. Burette 
Reg. No. 35,1 25 
Attorney for Applicants 

MERCK & CO., Inc. 
P.O. Box 2000 

Rahway, New Jersey 07065-0907 
Tel. No. (732)594-4568 



Date: April 17, 2006 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
" ' 1 

Group No.: 1623 



InreappUcationof: B.Bhat,etal. 
U.S. Serial No.: 10/688,691 
Filed: October 17, 2003 

For: Nucleoside DerivaUves As Inhibitors of RNA-Dependent RNA 



Viral Polymerase 



Examiner: L. E. Crane 



Commissioner for Patftnts 
P.O. Box 1450 
Alexandria, VA 22313- 1450 

TERMINAL DISCLAIMER TO OBVIATE 
A DOUBLE PATENTING REJECTION 

127 CFR 1.321] 

I Melvin Winokur — ''^''"^t^wl 

126 t in.n1n Av^n u^- R^hwav. New J_eise ^L02Q6Him- ^ ^ ^ representative 

of J as;!;"ee^dentm^^ below, eVr n^^^fngg ^ '^'''^ 

Coiporate Resolution No. 5 , dated 0 5/24/2Q QS ■ 

^tittr d l^ic onhe e ^L right, tide and in.»rest in th. abovc-^^n UT^ . ■ 
XV^pU<Slra by virtue of an Assignment from the .nventor(s) in the aforesaid 
patent application, which was 

IsTl recorded in the United States Patent & Trademark Office on Reel(s) 014753 

I><1 FrameCs) Ql^ ^on )?./04/2Q03 ' 

was forwarded for recording on , with a copy of the recordation form 

I I and assignment attached hereto > or 

I— 1 is being concuirently forwarded for recording under separate cover, with a copy of the 
I — I recordation form and assignment attached hereto. 

The aforesaid assignment establishes the ownership in the assignee of the above-identified 
application pursuant to 37 CFR 3.73(b). 

The undersigned has reviewed all of the evidentiary docum^ts in the f^^^^lf^"" 
above-identmed patent application, and the undersigned certifies that to the best of the 
undersigned's knowledge and belief, title is in the assignee named above. 

T rebv disclaim the terminal part of the statutory term of any patent granted on die 

would extend beyond the expiration date of the full 

Statutory term of; , 
Rvl United States Patent No. < )J77,395 or as presentiy shortened by any terminal 

l^ disclaimer, 

I 1 Anv patent granted on application serial number . — — - 
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and hereby aeree that any patent so granted on the above-identified appUcation shaU be 
SSaKn for during such periods that the legal title to said patent shaU be the 
same as the legal title to: 

[X] United States Patent No. 6,677395 , 

I [ Any patent granted on application serial number . » 

this agreement to run with any patent granted on the above-identified appUcation and to be 
binding upon the grantor, its successors or assigns. 

Petitioner does not disclaim any terminal part of any patent granted on the above-identified 
application prior to the expiation date of the full statutory term ot: 

IvTl United States Patent No. 6,677.395 or as presently shortened by any 

terminal disclaimer, 
I I Any patent granted on application serial number _ ^ > 

in the event that it later expires for failure to pay a maintenance fee is f^^l^jm? "^J^f^^^^^ 
is found invalid by a court of competent jurisdiction, is statuton y (hsclaimed m whole or 
eSly disclaiiied under 37 CFR 1.321, has all claims canceled 
Scate, is reissued, or is otherwise terminated prior to expiration of its full statutory 
tei^^Fesently shortened by any terminal disclaimer, except for the separation of legal 
title stated above. 

The Commissioner is requested to charge Account No. 13-2755 the sum of $130.00 
and any fee deficiency required by this paper. A duplicate of this disclaimer is attached. 

I hereby declare that all statements made herein of my own knowledge f ^frue. and tti^^^^^^^ 
statements made on information and belief are believed to be true; and further, that these 
sSS Z ^de with the knowledge that willfiil false statenients and the ^^™de 
axe punishable by fine or imprisonment, or both, under Section 1001 of Title 18 ot the 
United States Code, and that such williul false statements may jeopardize the validity ot this 
application or any patent issuing thereon. 




Disclaimant M<;-.^viTi Winokur 

Attorney .. 

Title 

Merck & Co., Inc. 
In Duplicate Patent Dept., RY60-30 

Attachs. P.O. Box 2000 

Rahway, New Jersey 07065-0907 
Date: 04/06/2006 Telephone No. (732) 594-2224 — 
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t J ndftf the P9DCfv^^^c RaducBon Aef erf 1995. no 

TERMINAL DISCLAIMER TO OBVIATE A DOUBLE PATENTING 
REJECTION OVER A PRIOR PATENT 



APR 1 7 2005 

f\ri\ 1 « PTO/SB/26(10-00) 
ADoroved for use through 10/31/2002. OMBW614J031 
u fi Patent and TrddemarK Office; U.S. DEPAm-METfT OF COMMERCE 
"'g:rgS2JS?Jf^rrnHtton unl^ H dtepiay. a v.W QMB contf^l number. 



Docket Number (Optional) 
2071 7YC A 



In re Application oft Bhat, ct al. 

Appltcalioft No/. 1CW688,691 
Filed: October 17, 2003 

For Nucleoside derivatives as InWbitoi^ of RNA^epen^ polymerase 

. • Di,,™^/^oi,tir_Ai<s Inc. of 100 percent Interest in th© instant application 
154 to 156 and 173. as presently shortened by 

any ternilnal disclaimer, of Prior Patent Nos 6,777,396 • 

Nos. — ~ ■ 

full statutory temi a8 presently shortened by any terminal discteimer. 
Cheek thw box 1 or 2 twiow. if appropriate. 



ei FC: 



1. 



V For submissions on behalf of an oiB4fiiZ8tion (e.9.. cpipofation. paitnerslttp, university. flOv»mment ag«r«y. 
^ etc.). the undersigned is empovrtfed toad on tjehalf Of thBoisaniwtion. 



I herebv declarB that an statements made tierein of my own knowtedge are true and ' 
m-H- ««^nte^tlon^db«nef^ believed to b« tme; and further that these statements were made v«ththe 

the validity of the application or any patent issued thereon. 



2 The undersigned is en attorney or agetrt of record. 



B4/16/Ji86TL0111 B888BI51 132755 18MB691 



Signatufe 

Grantland E. Bryce, Esq 



Date 



138.88 DA 

" Typed or printed name 

Terminal discldinier fee under 37 CFR 1 .20(d) included. 

The Commissioner is herety authorized to charge any fees whicn may be required, or credit any overpayment to 
deposit account no. 

•Statemerrt uf^Jer 37 CFR 3.73(b) iS required if ^"^^f^^^J^^^ *® ^^'^ 
Form PTO/SB/9e may be used for making iNs cerbficaton. See MPfcf s 32^. 



on the dale shown below. 



Datad: 



Signature; . 



.(Name) 
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AppfDV«d (or use through 07/31/200S. OMB 0$51^i 
j^y,ui,«l to fftMonti ; r^nlteCtton ot in fnrmatton UHteSS it ^«>tavs a valid OMB oOntTOl number. 



STATEMENT UW ri^P ^7 CFR 3.73<b) 

I App'f^^""^'^'^ Owner isis Ptiarn iacftuticate. Inc. ^ — 

Application NoVPatent No.: : 10)688.691 



RIedrtSSUe Date: 10-17-2003_ 



Entitled: Nucleoside derwalives as inhittters of RN/wtependant RNA vimi polymerase 



|ffjftPh»^rtiftfleeiiHftate. Inc. 



, a nofporation 



(Type of Aseignee. 0.9^ corporation, partnership, ^jniversity. gcrvcmirentaflency, etc.) 



{Name of Assignee) 

States that it Is: . 
1, j7] the assignee of the entire right, trtle. and interest; or 

2 n art assignee of less than the entire ri^ tHe and Interest 
' The extent (by percentage) of its ownership interest 

1 in the patent application/patent identjfied above by virtue of either: 

aQ An assignment from me inventpr(s) of the p^er^t appHcati^^^^^^^^ 

' in the United States Patent and Trademark Office at Reel . Frame . or tor vmicn a copy 

thereof is attached. 
' 2o AchainoftHle from the iriv«ntoKs).<rflhepatertappltea«o^^ 
below: 



1. From: 



To: 



The" document was recorded in the United States Patentand Trademark OflBce at 
Re ei Frame . or for whi^ a copy thereof ts attached. 



2. From: 



To: 



The document w^s recorded in the United States P^^nt and Trademark Office a^ 
R^l . Frame ^ o^ ^ which a copy thereof te attachea 



3. From: 



To: 



The document was recorded In the United States Patent and Trademark Office at 

^ Frame » or for which a copy thereof is attached. 

□ Additional documents in the chain of «le are listed on a supplemental sheet 

Division in accordance with 37 CFR Part 3. if the assignTnent w to be recorded in the records of the USPTO. ^ 
IMPEP 302.08] 



i The undereignedjv^ose fitle is eupplied below) is aithorbed to act on behalf of the assignee. 



Signature 



Date 



ftmntland B^, ^wflo gso. 



7finfl3l-92QQ 



Pn'nted or Typed Name 



Telephone Number 



Vtftfi President ^ftf 9^^^ Counsel 

Title 



Title ^^^^^^^^^^^^^^^^^ ^^^^^^^^^^^^^^^^ 

comptet*. inclucSng gathertngL preparinS. ajd Se Chief Infonnafion OTTteer. 

comments on ttie amount of t™ you ^'$^J''^?,SSj;i^ oS ^SF^^^t^^^S^T^^^^aoO NOT SENO FffiS OR COMPLETED 
US. P«ert and Trademark Office, U.S. Dwrtmert of Conwiecoe, P.O. ^Jpa ^S^SX^Sl^,..^v^m^^^ 

TORMSTO THIS /©oRSSs. SM> TOf Commisfiloner for Patentfi. P.O. Box 1450. Alexandria. VA 22»13-1460, 
ffyou need assistance in comf^to&ig tha farni celT 1-800^0-9169 and setect opikm 2. 
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